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REMARKS 

Claims 1-28 are pending in the application and all were rejected in the Office 
action mailed October 24, 2006. Claims 1, 12, 13, 15, 17 and 18 are amended by this 
response. Claims 1, 12, and 15 are independent claims. Claims 2-11, claims 13 and 
14, and claims 16-28 depend from independent claims 1,12, and 23, respectively. 

Applicant respectfully requests reconsideration of pending claims 1-28, in view of 
the following remarks. 

Amendments to the Claims 

Claim 1 has been amended to correct an antecedent issue. Applicant 
respectfully submits that this amendment does not add new matter. 

Claim 12 has been amended to more clearly describe the subject matter of the 
claim. Support for these amendments may be found, for example, in paragraphs 
[0052]-[0056] of the Application. Applicant respectfully submits that these amendments 
do not add new matter. 

Claim 13 has been amended to correct a noted minor typographical error. 
Applicant respectfully submits that this amendment does not add new matter. 

Claim 15 has been amended to more clearly describe the subject matter of the 
claim. Support for the amendments may be found, for example, in paragraphs [0050], 
[0052], [0054] and [0056] of the Application. Applicant respectfully submits that these 
amendments do not add new matter. 

Claims 17 and 18 have been amended to correct an antecedent issue. Applicant 
respectfully submits that these amendments do not add new matter. 

Claim Objections 

Claim 17 was objected to due to an antecedent issue. Applicant has amended 
claim 17 as shown above, believes that the objection to claim 17 has been overcome, 
and respectfully requests that the objection to claim 17 be withdrawn. 
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Rejection of Claims 

Rejections Under 35 U.S.C. §102 

Claims 15, 16, 20 and 25 were rejected under 35 U.S.C. 102(e) as being 
anticipated by Bernstein et al. (US 6,970,189, hereinafter "Bernstein"). The Applicant 
respectfully traverses the rejection. However, in an effort to more clearly describe the 
subject matter of the claim, Applicant has amended independent claim 15. 

With regard to the anticipation rejections, MPEP 2131 states, "[a] claim is 
anticipated only if each and every element as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference." Verdegaal Bros. v. 
Union Oil Co. of California, 814 F.2d 628, 631 2 USPQ2d 1051, 1053 (Fed.Cir. 1987). 
MPEP 2131 also states, "[t]he identical invention must be shown in as complete detail 
as is contained in the ... claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 
9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 

With regard to amended claim 15, the Applicant respectfully submits that Bernstein 
does not teach, suggest, or disclose, for example, a system for optimizing distribution of 
information, the system comprising a first electronic device capable of at least 
generating and sending digital information; a second electronic device capable of at 
least receiving, regenerating and storing digital information; wherein the first and second 
electronic devices employ at least one universal dictionary as a frame of reference in 
generating difference information from the digital information at the first electronic 
device, and in regenerating the digital information at the second electronic device, using 
the difference information. More specifically, Bernstein fails to teach or suggest "...at 
least one universal dictionary as a frame of reference in generating difference 
information...". Instead, Bernstein teaches a system for automatically configuring a 
hand-held camera to improve quality of an image using a set of optimized camera 
setting parameters. (Abstract). Bernstein states that "...the camera 22 is provided with 
the optimal set of camera settings that will produce the highest quality image possible, 
given the camera's capabilities, and the conditions surrounding the subject. Thus, the 
user does not have to rely on unreliable built-in camera 22 heuristics to determine how 
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to configure the camera 22 for a particular subject. Instead, since the conditions at the 
photo op site 18 are known, the optimal camera setting parameters may be pre-stored 
in the database 14." (col. 4, lines 12-21) Applicant respectfully submits that the system 
of Bernstein that "...provides a camera with the optimal set of camera settings that will 
produce the highest quality image possible..." is different from and fails to teach 
anything about "...at least one universal dictionary as a frame of reference in generating 
difference information from the digital information at the first electronic device, and in 
regenerating the digital information at the second electronic device, using the difference 
information...", as recited in Applicant's amended claim 15. 

The Office action states that "...the specification does not contain specific 
definition for the term universal dictionary or that it bears specific meaning to one of 
ordinary kill in the art. The examiner is therefore interpreting a universal dictionary as a 
container or database storing relevant information to be accessed." (Office action, page 
3, lines 7-10) The Applicant respectfully disagrees, and submits that the specification 
provides a sufficiently clear description of the concept of a "universal dictionary" as 
provided, for example, at paragraphs [0050]-[0056] of the Application, to enable one of 
ordinary skill in the relevant art to make and use the invention without undue 
experimentation. 

Based at least upon the above, the Applicant respectfully submits that the Office 
action has failed to show where Bernstein teaches each and every element of 
Applicant's amended claim 15, as required by M.P.E.P. §2131, that amended claim 15 
is allowable over Bernstein, and that a rejection under 35 U.S.C. 102(e) cannot be 
maintained. 

Therefore, for at least the above stated reasons, the Applicant respectfully 
submits that Bernstein is different from and fails to anticipate the Applicant's invention 
as set forth in amended independent claim 15. The Applicant believes that claim 15 is 
allowable over Bernstein. Because claims 16-28 depend from independent claim 15, 
Applicant respectfully submits that claims 16-28 are allowable over Bernstein, as well. 
The Applicant respectfully requests, therefore, that the rejection of claims 15, 16, 20 and 
25 under 35 U.S.C. §1 02(e), be withdrawn. 
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Rejections Under 35 U.S.C. §103 

Claims 1-9 and 11 were rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kulkarni et al. (US 6,775,423, hereinafter "Kulkarni") in view of Stupek, Jr. et al. 
(US 5,974,454, hereinafter "Stupek"). The Applicant respectfully traverses the rejection. 

The Applicant respectfully submits that the Examiner has failed to establish a 
case of prima facie obviousness for at least the reasons provided below. M.P.E.P. 
§2142 clearly states that "[t]he examiner bears the initial burden of factually supporting 
any prima facie conclusion of obviousness." The M.P.E.P. §2142 goes on to state that 
"[t]o establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both be found in 
the prior art, and not based on applicant's disclosure." 

With regard to amended claim 1, the Applicant respectfully submits that the 
proposed combination of Kulkarni and Stupek fails to teach, suggest or disclose, at 
least, a method for optimizing distribution of information, the method comprising 
generating update information based upon at least one universal dictionary; 
communicating the update information to a remote device, the update information 
enabling use by the remote device of the at least one universal dictionary; and 
communicating a reduced amount of data to the remote device based upon the at least 
one universal dictionary. 

The Office action alleges that Kulkarni discloses "...a method for optimizing 
distribution of information (abstract) comprising: generating update information (column 
4, lines 27-30 disclose generating a difference file of information to be sent to a remote 
device. This difference file is the update information sent.); communicating the update 
information to a remote device, (Column 4, lines 30-31 ); and communicating a reduced 
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amount of data to the remote device (Column 4, lines 41-42)." (underlining 
added)(Office action, page 4, lines 12-17) Applicant respectfully disagrees, and notes 
that the Office action has not shown where Kulkarni teaches "...communicating a 
reduced amount of data to the remote device based upon the at least one universal 
dictionary...", as recited in Applicant's claim 1. 

The Office action continues, saying that "...Kulkarni teaches all the limitations of 
claim 1 but is silent to using a universal dictionary as the basis of generating and 
communicating the information." (Office action, lines 18-19) 

Applicant respectfully notes that Applicant's claim 1 does not recite "...using a 
universal dictionary as the basis of generating and communicating the information...", 
as suggested in the Office action. Applicant respectfully submits that Applicant's claim 
1 recites, in part, "...generating update information based upon at least one universal 
dictionary;..." and "...communicating a reduced amount of data to the remote device 
based upon the at least one universal dictionary...". Which is different from "...using a 
universal dictionary as the basis of generating and communicating the information...". 

The Office action attempts to overcome the admitted deficiencies of Kulkarni by 
alleging that Stupek discloses "...using a universal dictionary in generating and 
communicating information (column 3, lines 18-52 disclose the method of which 
resources such as firmware and software applications are provided to client computers 
or remote devices. Column 3, lines 45-52 disclose how all this is done based on a 
universal dictionary or upgrade database that is implemented in the method.), thus 
reading on generating and communicating update information based on a universal 
dictionary ." (underlining added)(Office action, page 4, line 19 to page 5, line 4). 

According to Stupek, column 3, lines 44-52: 

"In addition to the resource upgrades 7, the CD-ROM contains an 
upgrade database 9. which stores information about each of the upgrade 
packages 6 (e.g.. name and location of the package on the CD-ROM, 
description of the upgrades, and instructions for installation of the package 
to the server) , and the individual upgrade objects 8 within each package 6. 
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If the upgrades 7 are provided by an on-line service, the upgrade 
database 9 will also be provided by the service, 
(underline added) 

Applicant respectfully submits that through the selection of the cited portions of 
Stupek, the Office action is alleging that the "upgrade database" ( element 9 of FIG. 1) 
of Stupek teaches the "universal dictionary" of Applicant's claim 1. Applicant 
respectfully disagrees and submits that the "upgrade database" of Stupek is different 
from the "universal dictionary" of Applicant's claim 1 . Applicant respectfully submits that 
the Office action has also failed to show where Stupek teaches "...communicating a 
reduced amount of data to the remote device based upon the at least one universal 
dictionary...", as recited in Applicant's claim 1. 

Applicant respectfully submits that the statements in the Office action about what 
Stupek teaches amount to no more than conclusory remarks, and respectfully disagrees 
with the statement that Stupek "...[c]olumn 3, lines 45-52 disclose how all this is done 
based on a universal dictionary or upgrade database that is implemented in the 
method...". This amounts to no more that a waiving of hands, and fails to set forth an 
objective line of reasoning that sets forth, for example, how or why one of ordinary skill 
in the art would come to look to the Kulkarni and Stupek references for teachings 
relevant to the problem at hand, to identify the concept of, a need for, and use of a 
"universal dictionary", and to recognize the "upgrade database" of Stupek as teaching 
the "universal dictionary" of Applicant's claim 1. The Office action fails to show how the 
"...upgrade packages 6 (e.g., name and location of the package on the CD-ROM, 
description of the upgrades, and instructions for installation of the package to the 
server)..." are relevant to the problems of "...generating update information based upon 
at least one universal dictionary...", and "...communicating a reduced amount of data to 
the remote device based upon the at least one universal dictionary...", as recited in 
Applicant's claim 1 . 

In Ex parte Hiyamazi, the Board of Patent Appeals and Interferences reversed a 
rejection based on a combination of references, stating, in part: 
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"Under 35 USC § 103, where the Examiner has relied upon 
the teachings of several references, the test is whether or not 
the reference viewed individually and collectively would have 
suggested the claimed invention to the person possessing 
ordinary skill in the art. Note In re Kaslow, 707 F.2d 1366, 
107 USPQ 1089 (Fed.Cir. 1983). It is to be noted, 
however, that citing references which merely indicate 
the isolated elements and/or features recited in the 
claims are known is not a sufficient basis for concluding 
that the combination of claimed references would have 
been obvious. That is to say, there should be something in 
the prior art or a convincing line of reasoning in the answer 
suggesting the desirability of combining the claimed 
invention. Note In re Deminski, 796 F.2d 436, 230 USPQ 
313 (Fed.Cir. 1986)." 

Ex parte Hiyamazi, 10 USPQ2d 1393, 1394 (Bd. Pat. App. & Interf. 1988) (emphasis 
added). 

The Applicant respectfully submits that the Office Action does not identify a 

proper motivation to combine the Kulkarni and Stupek references to reject the claims of 

the present application. Merely identifying isolated elements in the prior art is not 

enough to establish a prima facie case of obviousness, as shown below: 

[M]ere identification in the prior art of each element is 
insufficient to defeat the patentability of the combined 
subject matter as a whole. [In re Rouffet, 149 F. 3d 1350] at 
1355, 1357 [(Fed. Cir. 1998)]. Rather, to establish a prima 
facie case of obviousness based on a combination of 
elements disclosed in the prior art, the Board must articulate 
the basis on which it concludes that it would have been 
obvious to make the claimed invention. Id. In practice, this 
requires that the Board "explain the reasons one of ordinary 
skill in the art would have been motivated to select the 
references and to combine them to render the claimed 
invention obvious." Id. at 1357-59. This entails 
consideration of both the "scope and content of the prior art" 
and "level of ordinary skill in the pertinent art" aspects of the 
Graham test. 
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When the Board does not explain the motivation, or the 
suggestion or teaching, that would have led the skilled 
artisan at the time of the invention to the claimed 
combination as a whole, we infer that the Board used 
hindsight to conclude that the invention was obvious. 
Id. at 1358. 

See in re Kahn, 441 F.3d 977 (Fed. Cir. March 22, 2006) (emphasis added). 

Based at least upon the above, Applicant respectfully submits that the Office 
action has failed to show where the proposed combination of Kulkarni and Stupek teach 
or suggest all the limitations of Applicant's claim 1, as required by M.P.E.P. §2142, that 
the Office action has failed to establish a prima facie case of obviousness, and that a 
rejection of claim 1 under 35 U.S.C. 103(a) cannot stand. 

Therefore, Applicant believes that claim 1 is allowable, for at least the reasons 
set forth above. Applicant respectfully submits that claims 2-11 are dependent claims 
that depend from independent claim 1. Because claims 2-11 depend from allowable 
claim 1, Applicant respectfully submits that claims 2-11 are also allowable, for at least 
the reasons set forth above. Applicant respectfully requests, therefore, that the 
rejection of claims 1-9 and 1 1 under 35 U.S.C. §1 03(a), be withdrawn. 

Claim 10 was rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Kulkarni in view of Stupek and further in view of Mead (US 6,683,993). The Applicant 
respectfully traverses the rejection. Applicant respectfully submits that claim 10 
depends from independent claim 1. Applicant believes that claim 1 is allowable over the 
proposed combination of references in that Mead fails to overcome the deficiencies of 
Kulkarni and Stupek, as set forth above. Because claim 10 depends from claim 1, 
Applicant respectfully submits that claim 10 is also allowable, for at least the reasons 
set forth above. Therefore, Applicant respectfully requests that the rejection of claim 10 
under 35 U.S.C. §1 03(a), be withdrawn. 
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Claims 12-14, 17-19 and 21-24 were rejected under 35 U.S.C. §103(a) as being 
unpatentable over Bernstein in view of Mead. Applicant respectfully traverses the 
rejection. Notwithstanding, Applicant has amended claim 12 as shown above, to more 
clearly describe the subject matter of the claim. 

With regard to amended claim 12, Applicant respectfully submits that the 
proposed combination of Bernstein and Mead fails to teach, suggest or disclose, at 
least, a method for optimizing distribution of information between an electronic device 
and a server, the method comprising accessing at least one universal dictionary by the 
electronic device and the server, the at least one universal dictionary comprising a 
reference frame of photos; generating at least one optimized photo information 
package, using the reference frame of photos, from a new photo acquired by the 
electronic device; analyzing a plurality of optimized photo information packages; 
updating the at least one universal dictionary at the electronic device and the server, 
based upon the analysis; communicating the at least one optimized photo information 
package from the electronic device to the server; receiving the at least one optimized 
photo information package at the server; regenerating the new photo from the at least 
one optimized photo information package, using the universal dictionary; and storing the 
regenerated new photo in a storage. More specifically, Applicant respectfully submits 
that Bernstein and Mead, taken alone or in combination, fail to teach or suggest, at 
least, "...analyzing a plurality of optimized photo information packages...", and 
"...updating the at least one universal dictionary at the electronic device and the server, 
based upon the analysis...", as recited in Applicant's amended claim 12. 

The Office action states that Bernstein discloses "...a method for optimizing 
distribution of information between an electronic device and a server (column 2, lines 
21-25), the method comprising: accessing at least one universal dictionary by the 
electronic device and the server (database 14 of figure 1, column 3, lines 23-27, & 
column 4, lines 16-20 disclose a database of information that will be used for 
communication between a server and camera.)" (Office action, page 10, lines 12-17) 
Applicant respectfully disagrees. The above statement in the Office action suggests 
that the limitation "universal dictionary" of Applicant's claim 12 is to be found in the 
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database 14 of figure 1 of Bernstein. Applicant respectfully disagrees, and submits that 
Bernstein fails to teach that database 14 comprises "a reference frame of photos", in 
accordance with Applicant's claim 12. 

Applicant appreciates recognition in the Office action that Bernstein does not 
disclose "...communicating the at least one optimized photo information package from 
the electronic device to the server...". (Office action, page 10, lines 18-21) However, 
the Office action attempts to overcome this and other shortcomings of Bernstein by 
alleging that Mead discloses "...communicating the at least one photo information 
package from the electronic device or transmitter (item 11, figure 1) to a receiver (item 
13, figure 1) (column 3, lines 12-15)...". (Office action, page 11, lines 5-8) (The 
Applicant is unable to identify item 11 in figure 1 of Mead, and assumes that the Office 
action meant item 12.) Applicant respectfully submits that this statement in the Office 
action alleges correspondence between the "optimized photo package" of Applicant's 
claim 12, and the "symbolic codes for objects" output by item 12 and transmitted to item 
19 of figure 1 of Mead. Neither Bernstein nor Mead, however, teach or suggest that the 
"symbolic codes for objects" communicated from an electronic device (e.g., item 12 of 
figure 1 of Mead, item 22 of figure 1 of Bernstein) to a server (e.g., item 19 of figure 1 of 
Mead, items 12, 14 26 of Bernstein) are ever analyzed and used to update a universal 
dictionary, in accordance with Applicant's claim 12. 

Instead, Bernstein teaches a system for automatically configuring a hand-held 
camera to improve quality of an image using a set of optimized camera setting 
parameters. (Abstract). Bernstein states that "...the camera 22 is provided with the 
optimal set of camera settings that will produce the highest quality image possible, 
given the camera's capabilities, and the conditions surrounding the subject. Thus, the 
user does not have to rely on unreliable built-in camera 22 heuristics to determine how 
to configure the camera 22 for a particular subject. Instead, since the conditions at the 
photo op site 18 are known, the optimal camera setting parameters may be pre-stored 
in the database 14." (col. 4, lines 12-21) Therefore, the database 14 of Bernstein 
contains "pre-stored optimal camera setting parameters", not "a reference frame of 
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photos", as does the universal dictionary of Applicant's claim 12. Mead also fails to 
teach a reference frame of photos, and instead teaches a library of objects. (Abstract) 

Based on at least the above, Applicant respectfully submits that the Office action 
has failed to show where the combination of Bernstein and Mead teach or suggest all of 
the limitations of Applicant's claim 12, as required by M.P.E.P. §2142, that the Office 
action has failed to establish a prima facie case of obviousness, and that a rejection of 
claim 12 under 35 U.S.C. §103(a) cannot be maintained. 

Therefore, Applicant believes that amended claim 12 is allowable over Bernstein 
and Mead, for at least the reasons set forth above. Applicant respectfully submits that 
claims 13 and 14 depend from claim 12. Because claims 13 and 14 depend from 
allowable claim 12, Applicant respectfully submits that claims 13 and 14 are allowable 
over the proposed combination of references as well, for at least the reasons set forth 
above. Applicant, therefore, respectfully requests that the rejection of claims 12-14 
under 35 U.S.C. §1 03(a), be withdrawn. 

With regard to claims 17-19 and 21-24, Applicant respectfully submits that claims 
17-19 and 21-24 depend from amended independent claim 15. Applicant believes that 
claim 15 is allowable over the proposed combination of references, in that Mead fails to 
overcome the deficiencies of Bernstein, as set forth above. Because claims 17-19 and 
21-24 depend from allowable claim 15, Applicant respectfully submits that claims 17-19 
and 21-24 are also allowable, as well. Therefore, Applicant respectfully requests that 
the rejection of claims 17-19 and 21-24 under 35 U.S.C. §1 03(a), be withdrawn. 

Claims 26-28 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Bernstein in view of Kulkarni. Applicant respectfully traverses the rejection. Applicant 
respectfully submits that claims 26-28 depend from amended independent claim 15. 
Applicant believes that claim 15 is allowable over the proposed combination of 
references, in that Kulkarni fails to overcome the deficiencies of Bernstein, as set forth 
above. Because claims 26-28 depend from allowable claim 15, Applicant respectfully 
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submits that claims 26-28 are also allowable, as well. Therefore, Applicant respectfully 
requests that the rejection of claims 26-28 under 35 U.S.C. §1 03(a), be withdrawn. 
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Conclusion 

In general, the Office Action makes various statements regarding claims 1-28 
and the cited references that are now moot in light of the above. Thus, Applicant will 
not address such statements at the present time. However, the Applicant expressly 
reserves the right to challenge such statements in the future should the need arise (e.g., 
if such statements should become relevant by appearing in a rejection of any current or 
future claim). 

The Applicant believes that all of claims 1-28 are in condition for allowance. 
Should the Examiner disagree or have any questions regarding this submission, the 
Applicant invites the Examiner to contact the undersigned at (312) 775-8000 for an 
interview. 

A Notice of Allowability is courteously solicited. 



Respectfully submitted, 
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April 24, 2007 
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